AT 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Boa 1450 

Alexandria, Virginia 22313-1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/872,392 



06/01/2001 



26231 7590 03/09/2006 

FISH & RICHARDSON P.C. 
P.O. BOX 1022 

MINNEAPOLIS, MN 55440-1022 



Rian R. Maloney 



021768.1089 



2875 



EXAMINER 



DASS, HARISH T 



ART UNIT 



PAPER NUMBER 



3628 

DATE MAILED: 03/09/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

09/872,392 


Applicant(s) 
MALONEY, RIAN R. 


Examiner 

Harish T. Dass 


Art Unit 

3628 





•• The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 
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DETAILED ACTION 

Claims 2, 4-5, 12-13, 17-19 are canceled. 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1,3,6-11, 14-16 and 20, drawn to imaging checks, classified in 

class 705, subclass 45. 

II. Claims 21-26, drawn to storing and indexing (database), classified in class 382 
subclass 226. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1 ) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because I is directed to risk management 
optimization, and invention II is directed to computer performing metadata mapping. 
The subcombination has separate utility such as integrating data. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 



Application/Control Number: 09/872,392 Page 3 

Art Unit: 3628 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

During a telephone conversation with Attorney Thomas Reger II (Reg. No. 47,892) on 
02/24/2006 (returning my message) a provisional election was made with traverse to 
prosecute the invention of Group I (claims 1 , 3, 6-1 1 , 14-16 and 20). Affirmation of this 
election must be made by applicant in replying to this Office action. Group II (Claims 21- 
26) are withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as 
being drawn to a non-elected invention. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3, 6-11, 14-16 and 20 are rejected under 35 U.S.C. 112, second paragraph, 

as being indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. Particularly; 

For example, the following limitations of claim 1 are not clear: obtain the 

processing data generated for each check by the processing system; and determine 

whether processing data was previously generated for a specified check and, if 

processing data was previously generated for the specified check, to obtain at least a 

portion of the previous pass information for the specified check from the database via 

the processing system . These limitations are not clear to examiner, whether the 
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processing data is the image portion, data read from MICR, etc. Applicant is requested 
to explain these limitations in simple terms and point-out portion of the specification 
where these are explained. Similarly, claims 9 and 15 having same limitation. 

Claim 15-16 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Particularly, claim 15, for example, "logic stored" is 
not clear. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 6-11, 14-16 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cahill et al (hereinafter Cahill US 5,678,046). 

Re. Claim 1 , Cahill discloses an image capture host coupled to a sorter operable to sort 
a plurality of checks, to retrieve data from the checks and to record digital images of the 
checks, the image capture host operable to obtain the digital images of the checks 
recorded by the sorter [Figure 1 # 2, #5; col. 12 lines 49-56], a processing system 
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communicably coupled to the sorter and the image capture host and operable [col. 12 
lines 49-56], 

process each check based on the data retrieved from the check by the sorter in 
order to generate processing data for the check [col. 2 lines 52-67; col. 9 lines 5-15; col. 
12 lines], and 

to store previous pass information for each check for which processing data was 
previously generated, the previous pass information comprising at least a portion of the 
previously generated processing data [col. 12 line 48 to col. 13 line 11; col. 14 lines 22- 
30], and 

at least one computer-processable medium storing a database external to the 
sorter and coupled to the image capture host, the database operable to store the digital 
images of the checks obtained by the image capture host and the previous pass 
information [Figure 2 # 621-614; col. 13 lines 25-34]; and 

wherein the image capture host is further operable to: obtain the processing data 
generated for each check by the processing system [col. 5 line 62 to col. 6 line 8]; and 
determine whether processing data was previously generated for a specified check [col. 
32 lines 21-26] and, if processing data was previously generated for the specified 
check, to obtain at least a portion of the previous pass information for the specified 
check from the database via the processing system [col. 35 lines 53; col. 32 lines 23-26; 
col. 20 line 57 to col. 21 line 10 (ref. Col. 20 port of the data is corrected)]. 
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Re. Claim 3, Cahill discloses the image capture host further operable to generate an 
image record for storage in the database, the image record comprising at least a portion 
of the processing data for a specified check and the digital image of the specified check 
[Figure2 # 610; col. 3 lines 1-14; col. 14 lines 57-67]. 

Re. Claim 6, Cahill discloses the image capture host further operable to generate an 
image record for storage in the database, the image record comprising at least a portion 
of the processing data for the specified check, the digital image of the specified check 
and, if processing data was previously generated for the specified check, at least a 
portion of the previous pass information for the specified check [col. 1 lines 7-18; col. 2 
lines 27-38]. 

Re. Claim 7, Cahill discloses the sorter comprising a digital camera, the digital camera 
coupled to the image capture host and operable to record the digital images of the 
checks and to transmit the digital images of the checks to the image capture host 
[Figure 3; col. 17 lines 57-63 (see imager)]. 

Re. Claim 8, Cahill discloses the digital camera further operable to transmit the digital 
images of the checks to the image capture host using Transmission Control 
Protocol/Internet Protocol (TCP/IP) [col. 16 lines 2-15; col. 20 lines 14-23]. 
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Re. Claim 9, Cahill discloses retrieving data from a plurality of checks at a sorter [Figure 
1 # 2, #5; col. 12 lines 49-56]; processing each check based on the data retrieved from 
the check in order to generate processing data for the check [col. 16 lines 43-59 (sorter 
retrieves data by decoding the MICR line, the data is ); col. 2 lines 52-67]; determining 
whether processing data was previously generated for a specified, check [col. 32 lines 
21-26]; obtaining at least a portion of previous pass information from a database 
external to, the sort for the-specified check if processing data was previously generated 
for the specified check, the previous pass information comprising at least a portion of 
the previously generated processing data [col. 35 lines 53; col. 32 lines 23-26; col. 20 
line 57 to col. 21 line 10 (ref. Col. 20 port of the data is corrected)]; identifying a subset 
of the checks for imaging based on the processing data for each of the checks; 
recording digital images of the identified checks [Figure 3 # 202; col. 3 lines 1-15 
(subset of checks are front image, back image and MICR data)]; 
obtaining the recorded digital images of the checks using TCP/IP [col. 16 lines 2-15; col. 
20 lines 14-23]; and 

storing the obtained digital images of the checks in the database external to the sorter 
[Figure 2 # 610; col. 13 lines 25-33; col. 20 lines 14-23]. 

Re. Claim 10, Cahill discloses obtaining the recorded digital images of the checks 
comprising receiving the recorded digital images of the checks from a digital camera 
[Figure 3; col. 3 lines 28-30 (capturing = recording); col. 17 lines 43-63 (see imager)]. 
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Re. Claim 1 1 , Cahill discloses generating an image record for storage in the database, 
the image record comprising at least a portion of the processing data for a specified 
check and the digital image of the specified check [Figure 2 # 621-614; col. 12 line 48 to 
col. 13 line 34; col. 14 lines 22-30]. 

Re. Claim 14, Cahill discloses generating an image record for storage in the database, 
the image record comprising at least a portion of the processing data for the specified 
check, the digital image of the specified check and, if processing data was previously 
generated for the specified check, at least a portion of the previous pass information for 
the specified check [Figure2 # 610; col. 3 lines 1-14; col. 14 lines 57-67]. 

Re. Claim 15, Cahill discloses obtain digital images of a plurality of checks from a sorter 
using TCP/IP [col. 16 lines 2-15; col. 20 lines 14-23], 

determine whether processing data was previously generated for a specified 
check and to obtain at least a portion of previous pass information from a database 
external to the sorter for the specified check if processing data was previously 
generated for the specified check, the previous pass information comprising at least a 
portion of the previously generated processing data [col. 35 lines 53; col. 32 lines 23-26; 
col/20 line 57 to col. 21 line 10 (ref. Col. 20 port of the data is corrected)]; 

receive processing data for each check [col. 3 lines 31-33; col. 5 line 57 to col. 6 

line 8]; 
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generate an image record for storage in the database, the image record 
comprising processing data for a specified check and the digital image of the specified 
check [Figure 2 # 621-614; col. 13 lines 25-34; col. 32 lines 21-26]; and to provide the 
obtained digital images of the checks to the database external to the sorter for storage 
[Figure 2 # 621-614; col. 13 lines 25-34; col. 32 lines 21-26], and logic stored on at least 
one computer-processable medium (see software resident col. 5 line 66 to col. 6 line 8, 
which is loaded on the computer RAM or may be ROM). 

Re. Claim 16, Cahill discloses obtain the digital images of the checks by receiving the 
digital images of the checks from a digital camera for the sorter [col. 5 line 66 to col. 6 
line 8]. 

Re. Claim 20, Cahill discloses generate an image record for storage in the database, 
the image record comprising at least a portion of the processing data for the specified 
check, the digital image of the specified check and, if processing data was previously 
generated for the specified check, at least a portion of the previous pass information for 
the specified check [Figure 1 # 2, #5; col. 12 line 48 to col. 13 line 1 1 ; col. 14 lines 22- 
30]. 

Conclusion 

Claims 2, 4-5, 12-13, 17-19 are canceled by preliminary amendment. 
Claims 1, 3, 6-11, 14-16 and 20 are rejected. 
Claims 21-26 are restricted. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harish T. Dass whose telephone number is 571-272- 
6793. The examiner can normally be reached on 8:00 AM to 4:50 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Harish T Dass 
Examiner 
Art Unit 3628 
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